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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above Is less than thirty (30) days, a reply vy/ithin the statutory mlninniim nf thirty (:^0) i^ays wil! be considered timely. 

. If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

I) S Responsive to communication(s) filed on 23 December 2004 , 
2a)n This action is FINAL. 2b)IE This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) 13 Claim(s) 1 and 3-80 is/are pending in the application. 

4a) Of the above claim(s) 3. 12-24.34-70. 73. 74 and 78-80 is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) IEI Claim(s) 1.4-11.25-33.71.72 and 75-77 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)^ accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

II) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or fonm PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (0- 
a)n All b)n Some * c)n None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Response to Arguments 

1. Applicant's arguments have been considered but are moot in view of the new 
ground(s) of rejection. 

2. The indicated allowability of claims is withdrawn in view of the newly discovered 
reference(s) to Tsugita et al. (6,371,971). Rejections based on the newly cited 
reference(s) follow. 

Election/Restrictions 

3. Claim 3 and 73, 78-80 are withdrawn from further consideration pursuant to 37 
CFR 1.142(b) as being drawn to a nonelected species IV (claim 3) and II (claim 73), and 
another species (figs. 6-7, claims 78-80) there being no allowable generic or linking 
claim. Election was made without traverse In the reply filed on 5/7/04. 

4. This application contains claims 3, 12-24, 34-70, 73, 74 and 78-80 drawn to an 
invention nonelected with traverse filed on 5/7/04. A complete reply to the final rejection 
must include cancellation of nonelected claims or other appropriate action (37 
CFR 1 .144) See MPEP § 821 .01 . 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the Invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent In the United 
states. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
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granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and vvas published under Article 21(2) 
of such treaty in the English language. 

6. Claims 1, 4-9,11,25-33, 71-72, 75-77 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Tsugita et al. (6,371,971). Tsugita et al. disclose an embolic 
protection system comprising: a guidewire (30), a filter (110) on the sleeves (111, 112) 
slidably over the guidewire, first stop mechanism (166,167), a second stop mechanism 
(102). Wherein the first stop mechanism are deformable with at least one strand/cleat 
(168) so that a filter may advance from proximal to distal and from distal to proximal with 
a sufficient force being applied to pivot the stop. The introductory statement of intended 
use and all other functional statements have been carefully considered but are deemed 
not to impose any structural limitations on the claims distinguishable over the Tsugita et 
al.'s device which is capable of being used as claimed if one desires to do so. The 
limitation "one-way" does not impose any structural limitation on the claims 
distinguishable over the Tsugita et al.'s device. With sufficient force being applied to 
compress the strands 23 of the present invention to its straight configuration, the filter 
can be passed from proximal to distal or from distal to proximal of the guidewire. 
4. Claims 1, 4, 25-27 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Khosravi (6,129,739). Khosravi disclose a guidewire (132) including a first stop 
mechanism (145) and claimed (see figure 6), a second stop mechanism (146), a filter 
(136) attached to a sleeve (143), the sleeve slidably disposed on the guidewire. 
Although, the sleeve is not slidable over the first and second stop mechanism, the 
sleeve is inherently slidable between the stop mechanism (Fig. 1 1A). 
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Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over Tsugita 
et al. (6,371 ,971 ). Tsugita et al. do not disclose the material for making the stop having 
deformable cleats, Nitinol is a well-known material in the art for making medical device. 
Therefore, it would have been obvious to one having ordinary skill in the art at the time 
the invention was made to make Tsugita et al.'s first stop mechanism from Nitinol, doing 
so would amount to mere substitution of one material for an other within the same art 
that would perform equally well in Tsugita et al.'s device. 

9. Claims 5-9,11,28-33, 71-72. 75-77 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Khosravi (6,129,739) in view of Tsugita et al. (6,371,971). 
Khosravi disclose all the limitations of the claims except for a present of a one-way 
translation member as claimed. Tsugita et al. disclose a deformable translation 
member comprising all the limitations of the one-way translation member as claimed 
allowing the filter to pass over the member from proximal to distal and distal to proximal 
along the guidewire. Therefore, it would have been obvious to one having ordinary skill 
in the art at the time the invention was made to modify the stop members of Khosravi by 
having the stop member/members with deformable configuration as disclose by Tsugita 
et al. in order to allow the filter easily being placed on or removed from the guidewire. 
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10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to (Jackie) Tan-Uyen T. Ho whose telephone number is 
571-272-4696. The examiner can normally be reached on MULTIPLEX Mon. to Sat.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, ANHTUAN NGUYEN can be reached on 571-272-4963. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 




(Jackie) Tan-Uyen T. Ho 
Patent Examiner 
Art Unit 3731 



February 25, 2005 



